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1. Basis of the report 

a. With regard to the language, the international search was carried out on the basis of the international application in the 
language in which it was filed, unless otherwise indicated under this item. 

I I the international search was carried out on the basis of a translation of the international application furnished to this 
1-1 Authority (Rule 23.1 (b)). 

b. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international search 
was carried out on the basis of the sequence listing : 



2. 
3. 



□ 
□ 
□ 

□ 

□ 
□ 



contained in the international application in written form. 

filed together with the international application in computer readable form. 

furnished subsequently to this Authority in written form. 

furnished subsequently to this Authority in computer readble form. 

the statement that the subsequently furnished written sequence listing does not go beyond the disclosure in the 
international application as filed has been furnished. 

the statement that the information recorded in computer readable form is identical to the written sequence listing has been 
furnished 

Certain claims were found unsearchable (See Box I). 
Unity of invention is lacking (see Box II). 



4. With regard to the title, 

[T] the text is approved as submitted by the applicant. 

| | the text has been established by this Authority to read as follows: 



5. With regard to the abstract, 

|"3C| the text is approved as submitted by the applicant. 

□ the text has been established, according to Rule 38.2(b), by this Authority as it appears in Box 111. The applicant may, 
within one month from the date of mailing of this international search report, submit comments to this Authority. 

6. The figure of the drawings to be published with the abstract is Figure No. 

| | as suggested by the applicant. 
| | because the applicant failed to suggest a figure. 
| [ because this figure better characterizes the invention. 



| | None of the figures. 
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Applicant's or agents file reference 
S-30287/A 



Date of mailing 
(day/month/year) 



1Z1Q.99 



REPLY DUE 



within 3 month{s) 

from the above date of mailing 



International application No. 
PCT/EP98/07792 



International filing date (day/month/year) 
01/12/1998 



Priority date (day/month/year) 
03/12/1997 



IffiBffiationaJ Patent Classification (IPC) or both national classification and IPC 
C12N15/82 



Applicant 

NOVARTIS AG et al. 



1 . This written opinion is the first drawn up by this International Preliminary Examining Authority. 

2. This opinion contains indications relating to the following items: 

I & Basis of the opinion 



Reasoned statement under Rule 66.2(a)(ii) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



Certain observations on the international application 

3. The applicant is hereby invited to reply to this opinion. 

When? See the time limit indicated above. The applicant may, before the expiration of that time limit, 
request this Authority to grant an extension, see Rule 66.2(d). 

How? By submitting a written reply, accompanied, where appropriate, by amendments, according to Rule 66.3. 
For the form and the language of the amendments, see Rules 66.8 and 66.9. 

Also: For an additional opportunity to submit amendments, see Rule 66.4. 

For the examiner's obligation to consider amendments and/or arguments, see Rule 66.4 bis. 
For an informal communication with the examiner, see Rule 66.6. 

If no reply Is filed, the international preliminary examination report will be established on the basis of this opinion. 

4. The final date by which the international preliminary 

examination report must be established according to Rule 69.2 is: 03/04/2000. 



II 


□ 


III 


□ 


IV 


□ 


V 




VI 


□ 


VII 


□ 


VIII 


B 



Name and mailing address of the international 
preliminary examining authority: 

European Patent Office 
All) D-80298 Munich 

Tel. +49 89 2399 - 0 Tx: 523656 epmu d 
Fax: 449 89 2399 - 4465 



Authorized officer / Examiner 
Merlos-Lange, A.M. 



Formalities officer (incl. extension of time limits) 
Vullo, C 

Telephone No. +49 89 2399 8061 



Form PCT/IPE A/408 (cover sheet) (January 1994) 



WRITTEN OPINION International application No. PCT/EP98/07792 

I. Basis of the opinion 

1 . This opinion has been drawn on the basis of {substitute sheets which have been furnished to the receiving Office 
in response to an invitation under Article 14 are referred to in this opinion as "originally filed" 

Description, pages: 

1-32 as originally filed 

Claims, No.: 

1-17 as originally filed 



2. The amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 

□ the drawings, sheets: 

3. This opinion has been established as if (some of) the amendments had not been made, since they have been 
considered to go beyond the disclosure as filed (Rule 70.2(c)): 



4. Additional observations, if necessary: 



V. Reasoned statement under Rule 66.2(a)(ii) with regard to novelty, inventive step or industrial 
applicability; citations and explanations supporting such statement 

1. Statement 

Novelty (N) Claims see sep. sheet 

Inventive step (IS) Claims see sep. sheet 

Industrial applicability (IA) Claims 

2. Citations and explanations 
see separate sheet 



Form PCT/IPEA/408 (Boxes I- VIII. Sheet 1) (January 1994) 



WRITTEN OPINION International application No. PCT/EP98/07792 



VIII. Certain observations on the international application 

The following observations on the clarity of the claims, description, and drawings or on the question whether the 
claims are fully supported by the description, are made: 

see separate sheet 



Form PCT/IPEA/408 (Boxes I- VIII, Sheet 2) (January 1994) 



WRITTEN OPINION ' International application No. PCT/EP98/07792 

SEPARATE SHEET 



1.1 With respect to document WO 96/10083, claims 1 , 2, 7, 13 and 15-17 appear not 
to conform with the requirements of Art. 33(2), (3) PCT. Said document describes 
the recombinant production of fusion proteins optionally linked by a linker region 
for the purpose of protecting plants against insect pests (see pages 3 and 4, 6 
and 7, Example 22 and part of the claims). 

Alternatively, with respect to documents EP-0 497 366 and WO 94/13810, it would 
appear that claims 1 , 2, 3, 6, 7, 8 and 12-17 do not refer to novel and inventive 
matter. 

WO 94/13810 discloses the construction of proteinase inhibitor fusion proteins 
linked via a protease sensitive linker so that upon expression in a plant 
transformed with said construct, the plant proteinases cleave the fusion molecule. 
The fusion protein should increase, enhance or facilitate in plants, the resistance 
to insects or other pathogens. 

Document EP-A-0 497 366 describes the construction of so-called "bridged" 
oligopeptides to protect plants against microbial pathogens (see page 5, last 
paragraph, page 7, 16-21). 

At present, the above cited claims are too generally drafted and lack any particular 
features which would impart novelty and/or inventiveness to the subject-matter 
claimed. 

1 .2 It is further noted that document WO 96/1 61 73 refers to the development of 
modified and thus more effective proteinase inhibitors such as Oc-ldeltaD86 to 
make plants nematode-resistant. The use of such proteinase inhibitors in the 
method as claimed in claims 1-4, 7 and 12-17 therefore appears obvious and thus 
not inventive (Art. 33(3) PCT). 

2). Having regard to claim 5, it is unclear whether the used proteinase inhibitor CpTI 
is commonly known and made available to the public (Art. 5 and 6 PCT). 

The expression "preferentially" used in claim 6 raises unclarity whether the 
promoter is root-specific or not. 
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International application No. 
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01/12/1998 


03/12/1997 


International Patent Classification (IPC) or national classification and IPC 




C12N15/82 






Applicant 






NOVARTIS AG et al. 







1 . This international preliminary examination report has been prepared by this International Preliminary Examining Authority 
and is transmitted to the applicant according to Article 36. 

2. This REPORT consists of a total of 5 sheets, including this cover sheet. 

□ This report is also accompanied by ANNEXES, i.e. sheets of the description, claims and/or drawings which have 
been amended and are the basis for this report and/or sheets containing rectifications made before this Authority 
(see Rule 70.1 6 and Section 607 of the Administrative Instructions under the PCT). 

These annexes consist of a total of sheets. 



3. This report contains indications relating to the following items: 



II 


□ 


III 


□ 


IV 


□ 


V 




VI 




VII 


□ 


VIII 


SI 



Basis of the report 



Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations suporting such statement 

Certain documents cited 

Certain defects in the international application 

Certain observations on the international application 



01|S5<t.W 



Date of submission of the demand 



10/06/1999 



Name and mailing address of the international 
preliminary examining authority: 
European Patent Office 

D-80298 Munich 
Tel. +49 89 2399 - 0 Tx: 523656 epmu d 

Fax: +49 89 2399 - 4465 



Date of completion of this report 

27. 03.W 



Authorized officer 
A. M. Merlos 

Telephone No. +49 89 2399 8559 
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INTERNATIONAL PRELIMINARY 

EXAMINATION REPORT International application No. PCT/EP98/07792 



I. Basis of the report 

1. This report has been drawn on the basis of (substitute sheets which have been furnished to the receiving Office in 
response to an invitation under Article 14 are referred to in this report as "originally filed" and are not annexed to 
the report since they do not contain amendments.): 

Description, pages: 

1 -32 as originally filed 

Claims, No.: 

1-17 as originally filed 



2. The amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 

□ the drawings, sheets: 

3. □ This report has been established as if (some of) the amendments had not been made, since they have been 

considered to go beyond the disclosure as filed (Rule 70.2(c)): 



4. Additional observations, if necessary: 



V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial 
applicability; citations and explanations supporting such statement 



1. Statement 



Novelty (N) 


Yes: 


Claims 


4, 5,6, 9-11 




No: 


Claims 


1,2,3,7, 8,12-17 


Inventive step (IS) 


Yes: 


Claims 


9-11 




No: 


Claims 


1-8, 12-17 


Industrial applicability (IA) 


Yes: 


Claims 


1-17 




No: . 


Claims 
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INTERNATIONAL PRELIMINARY 

EXAMINATION REPORT International application No. PCT/EP98/07792 

2. Citations and explanations 
see separate sheet 

VI. Certain documents cited 

1. Certain published documents (Rule 70.10) 
and / or 

2. Non-written disclosures (Rule 70.9) 
see separate sheet 

VIII. Certain observations on the international application 

The following observations on the clarity of the claims, description, and drawings or on the question whether the 
claims are fully supported by the description, are made: 

see separate sheet 
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INTERNATIONAL PRELIMINARY International application No. PCT/EP98/07792 
EXAMINATION REPORT - SEPARATE SHEET 



1.1 With respect to document WO 96/10083, claims 1, 2, 7, 13 and 15-17 appear not 
to conform with the requirements of Art. 33(2), (3) PCT. Said document describes 
the recombinant production of fusion proteins optionally linked by a linker region 
for the purpose of protecting plants against insect pests (see pages 3 and 4, 6 
and 7, in particular Example 22 and part of the claims). 

Alternatively, with respect to documents EP-0 497 366 and WO 94/13810, it would 
appear that claims 1, 2, 3, 6, 7, 8 and 12-17 do not refer to novel and/or inventive 
subject-matter. 

WO 94/13810 discloses the construction of proteinase inhibitor fusion proteins 
linked via a protease sensitive linker so that upon expression in a plant 
transformed with said construct, the plant proteinases cleave the fusion molecule. 
The fusion protein should increase, enhance or facilitate in plants, the resistance 
to insects or other pathogens (see page 8, line 15 to page 12, line 31, claims) 
Document EP-A-0 497 366 describes the construction of so-called "bridged" 
oligopeptides to protect plants against microbial pathogens (see page 5, last 
paragraph, pages 7 and 16-21). 

At present, claims 1-3, 6-8, and 12-17 are too generally drafted and lack any 
particular features which would render the matter claimed clearly novel and/or 
inventive with respect to the prior art. 

1.2 It is further noted that document WO 96/16173 refers to the development of 
modified and/or hybrid proteinase inhibitors which are more effective in making 
plants nematode-resistant. The use of such hybrid proteinase inhibitors in the 
method as claimed in claims 1-4, 7, 12 and 17, the fusion proteins and transgenic 
plants expressing them and the corresponding DNA molecules encoding these 
hybrids (claims 13-16) therefore appear obvious. Said claims are therefore 
regarded to lack an inventive aspect according to (Art. 33(3) PCT). 

This is also true for claim 5 wherein the method particularly refers to CpTI, insofar 
as the cowpea trypsin inhibitor (CpTI) was already known to have anti-nematode 
activity (see WO92/15690). 

2) . The expression "preferentially" used in claim 6 raises unclarity whether the claim 

is limited to a root-specific promoter or not. 

3) . In case of an unvalid priority of 03.12.1997, intermediate document "Urwin et al., 

Planta, vol. 204, April 1998, pages 472-479" may become relevant when the 
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application enters the european phase. 
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